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REMARKS / ARGUMENTS 

Status of Claims 

Claims 1-40 and 44-47 are pending in the application. Claims 1-13, 29-32, 35, 
38, 44-45 and 47 stand rejected. Claims 14-28, 33-34, 39-40 and 46 are objected to as 
being dependent upon a rejected claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. Applicant appreciates the Examiner's notation of the allowable claims. 
Applicant has amended Claims 1-5, 14, 29 through 40, added Claim 48, leaving Claims 
1-40 and 44-48 for consideration upon entry of the present Amendment. 

Applicant respectfully submits that the rejections under 35 U.S.C. §103(a) have 
been traversed, that no new matter has been entered, and that the application is in 
condition for allowance. 

Rejections Under 35 U.S.C. 6103(a) 

Claims 1-4, 9, 44 and 47 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Egrun et al. (U.S. Patent No. 6,298,109, hereinafter Egrun) in view of 
Nakajima et al. (U.S. Patent No. 4,804,841 , hereinafter Nakajima). 

Claims 5-8 and 10-13 stand rejected under 35 U.S.C. §103(a) as being 
unpatentable over Egrun and Nakajima and further in view of Heidsieck (U.S. Patent No. 
5,528,649, hereinafter Heidsieck). 

Claims 29, 32, 35, 38 and 45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Egrun and Nakajima further in view of Kamps (U.S. Patent No. 
6,047,043, hereinafter Kamps). 

Claims 30, 31, 36 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Egrun, Unger (U.S. Patent No. 6,501 ,8 1 9, hereinafter Unger) and 
Nakajima further in view of Kamps. 

Applicant traverses these rejections for the following reasons. 
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Applicant respectfully submits that the obviousness rejection based on the 
References is improper as the References fail to teach or suggest each and every element 
of the instant invention in such a manner as to perform as the claimed invention performs. 
For an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing a prima facie case of obviousness. In re Fine^ 5 U.S.P.Q.2d 1596, 1598 
(Fed. Cir. 1 988). The Examiner must meet the burden of establishing that all elements of 
the invention are taught or suggested in the prior art. MPEP §2143.03. 

Additionally, Applicant respectfully submits that *To establish inherency, the 
extrinsic evidence 'must make clear that the missing descriptive matter is necessarily 
present in the thing described in the reference, and that it would be so recognized by 
persons of ordinary skill. Inherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a given set of 
circumstances is not sufficient (emphasis added) MPEP §2112 citing In re Robertson^ 
169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999). "In relying upon the 
theory of inherency, the examiner must provide a basis in fact and/or technical reasoning 
to reasonably support the determination that the allegedly inherent characteristic 
necessarily flows from the teachings of the applied prior art." MPEP §21 12 citing Ex 
parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat App. & Inter. 1990) (emphasis in original) 

Dependent claims inherit all of the limitations of the respective parent claim and 
any intervening claim. 

« 

Regarding Independent Claim 1 

Applicant respectfully submits that the independent Claim 1, as amended, is not 
obvious in light of Ergun, Nakajima, Heidsieck, Unger and Kamps. In the final office 
action, Examiner stated, with respect to Claim 29, that Kamp disclosed a method of 
determining a dynamic range based on mean thickness of the object and a thickness 
corresponding to a threshold [paper 20070419, page 7]. Applicant respectfully disagrees. 
Kamp discloses a means of using fuzzy-logic to determine over-exposed portions of the 
x-ray image [Kamp, col 5, line 56]. Applicant respectfully submits that this is different 
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than the dynamic range claimed in independent Claim 1 . The dynamic range of 
independent Claim 1 is determined based on the mean thickness and a threshold to set the 
maximum signal and the corresponding gray levels [present application, paragraph 
[0029]]. Kamp teaches the determination of a range based on over-exposure and does not 
disclose, teach or suggest a dynamic range based on the mean thickness. 

Examiner further stated that in order for the dynamic range to be seen it must in 
some way correspond to the thickness of the object [paper 20070419, page 8]. Applicant 
interprets this statement to mean that the claimed dynamic range must be inherently 
taught by Kamp. Applicant respectfully disagrees. The fact that a claimed range may be 
part of the teachings of the prior art does not mean that the range necessarily flows from 
the teachings of the prior art. In support of the argument, Examiner states that for the x- 
ray to be seen, the "dynamic range must in some way correspond" to the mean thickness 
(emphasis added). However, Kamp discloses a method for finding a range based on over- 
exposure not a range based on body thickness. Applicant respectfully submits that while 
the dynamic range may be within the over and under exposed range, the over and under 
expose range does not necessarily correspond to the mean body thickness. Applicant 
respectfully submits that since the cited references fail to teach or suggest each and every 
element of the instant invention in such a manner as to perform as the claimed invention 
performs, the obviousness rejection is improper. Accordingly, reconsideration and 
withdrawl of the rejection is respectfully requested. 

Accordingly, Applicant submits that the combination of Ergun, Nakajima, 
Heidsieck, Unger and Kamps fail to teach or suggest each and every element of the 
claimed invention arranged to perform as the claimed invention performs, and therefore 
cannot support a prima facie case of obviousness cannot be supported. 

Regarding Dependent Claims 

The Examiner acknowledges that the combination of Ergun and Nakajima fail to 
teach or suggest each and every element of the claimed invention, and looks to various 
references to cure the deficiency. 

In view of the claims under Examiner's Paragraphs 20-43 being dependent claims, 
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Applicant not only agrees that the combination of Ergun and Nakajima is deficient in 
teaching each and every element of the claimed invention, but that the combination of 
Ergun and Nakajima is also deficient in disclosing each and every element of the 
respective parent claim, as set forth above, and that the various references cited by the 
Examiner to reject the subject dependent claims are deficient in curing the core 
deficiencies of the combination of Ergun and Nakajima with respect to the parent claims. 
Accordingly, absent a teaching or suggestion of each and every element of the claimed 
invention arranged so as to perform as the claimed invention performs, a prima facie case 
of obviousness cannot be established. 

Regarding Objected to Claims 14-18. 33-34. 39-40 and 46 

In the Office Action, Examiner stated that Claims 14-18, 33-34, 39-40 and 46 are 
objected to as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form. By this amendment, Applicant has amended Claims 14 
and 46 to incorporate the limitations of the parent claims. Accordingly, Applicant 
respectfully submits that Claims 14 and 46 are now in a condition of allowance. 
Reconsideration and withdrawal of this objection is respectfully requested. 

Further, dependent Claims 24, 33, 39 which depend directly from independent 
Claim 14 incorporate all of the limitations of the base claim. In light of the amendment 
to independent Claim 14, Applicant respectfully submits that Claims 24, 33, 39 are in a 
condition of allowance. Reconsideration and withdrawal of this objection is respectfully 
requested. 

Dependent Claims 15-18, 34, and 40 depend either directly or indirectly from 
independent Claim 1 . In light of the amendment and clarifying remarks provided above 
regarding the allowability of independent Claim 1, Applicant respectfully submits that 
Claims 1 5-1 8, 34, 40 are allowable for at least the reason of being dependent upon an 
allowable claim. Accordingly, Applicant respectfully requests reconsideration and 
withdrawal of this objection. 
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In view of the foregoing, Applicant submits that the References fail to disclose, 
teach or suggest each and every element of the claimed invention and are therefore wholly 
inadequate in their teaching of the claimed invention as a whole, fail to motivate one 
skilled in the art to do what the patent Applicant has done, fail to offer any reasonable 
expectation of success in combining the References to perform as the claimed invention 
performs, and discloses a substantially different invention from the claimed invention, 
and therefore cannot properly be used to establish a prima facie case of obviousness. 
Accordingly, Applicant respectfully requests reconsideration and withdrawal of all 
rejections under 35 U.S.C. §103(a), which Applicant considers to be traversed. 
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In light of the foregoing remarks and amendments, Applicant respectfully submits 
that the proposed amendments and arguments comply with 37 C.F.R. §1 .1 14 and should 
therefore be entered, and with their entry that the Examiner's rejections under 35 U.S.C. 
§ 103(a) have been traversed and that the application is now in condition for allowance. 
Such action is therefore respectfully requested. 

If a communication with Applicant's Attorneys would assist in advancing this 
case to allowance, the Examiner is cordially invited to contact the undersigned so that any 
such issues may be promptly resolved. 

The Commissioner is hereby authorized to charge any additional fees that may be 
required for this amendment, or credit any overpayment, to Deposit Account No. 50- 



Ln the event that an extension of time is required, or may be required in addition to 
that requested in a petition for extension of time, the Commissioner is requested to grant 
a petition for that extension of time that is required to make this response timely and is 
hereby authorized to charge any fee for such an extension of time or credit any 
overpayment for an extension of time to the above-identified Deposit Account 



2513. 



Respectfully submitted, 



CANTOR COLBURN LLP 



Applicant's Attorneys 




Dave S. Chris tensen 
Registration No: 40,955 
Customer No. 23413 



Date: August 1 3, 2007 

Address: 55 Griffin Road South, Bloomfield, Connecticut 06002 



Telephone: (860) 286-2929 
Fax: (860)286-0115 
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